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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 33, 35, 36, 38, 40, 44-50, 52-59, 61-65, 80 and 81 are rejected under 35 
U.S.C. 102(b) as being anticipated by U.S. Patent No. 5,656,081 to Isen et al. 

With respect to claim 33, Isen et al. teaches a process for producing an RFID 
label having an antenna and an oscillating circuit by using a printing process, 
comprising: providing a printable substrate; applying at least part of at least one of the 
antenna and the oscillating circuit to the substrate using a conductive paste or 
conductive ink to print conducting tracks as the part of at least one of the antenna and 
the oscillating circuit, the step of applying using offset printing, and precoating, 
prevarnishing or preprinting the substrate with varnish or a pre-inking medium to reduce 
absorbent properties of the substrate to prevent or reduce absorption of the conductive 
paste or conductive ink by the substrate, thereby preventing or reducing a change in the 
inductance of the at least one of the antenna and the oscillating circuit. See column 3, 
line 64 - column 4, line 42, column 8, lines 1-12 and Fig. 5. 

With respect to claim 35, Isen et al. teaches that the conductive ink is used and 
the conductive ink is an ink with metal particles. See column 6, lines 13-23. 



Application/Control Number: 10/589,214 Page 3 

Art Unit: 2854 

With respect to claim 36, Isen et al. teaches that the conductive paste is used 
and the conductive paste contains carbon blacl< or carbon fibers. See column 6, lines 
13-23. 

With respect to claim 40, Isen et al. teaches a further step of applying a 
protective varnish or protective ink to the substrate after part of at least one of the 
antenna and the oscillating circuit has been printed. See column 9, line 65 - column 10, 
line 4. 

With respect to claims 44-47, Isen et al. teaches a process for producing an 
RFID label having an antenna and an oscillating circuit by using a printing process, 
comprising: providing a printable substrate; applying at least part of at least one of the 
antenna and the oscillating circuit to the substrate using a conductive paste or 
conductive ink to print conducting tracks as the part of at least one of the antenna and 
the oscillating circuit, the step of applying using a letterpress plate, with or without an 
offset cylinder, and precoating, prevarnishing or preprinting the substrate with varnish or 
a pre-inking medium to reduce absorbent properties of the substrate to prevent or 
reduce absorption of the conductive paste or conductive ink by the substrate, thereby 
preventing or reducing a change in the inductance of the at least one of the antenna 
and the oscillating circuit. See column 3, line 64 - column 4, line 42, column 8, lines 1- 
12 and Fig. 5. 

With respect to claims 48-50, 57-59, 80 and 81 , Isen et al. teaches the substrate 

can be a fibrous material, a film, or a fabric of at least one of natural and synthetic fibers 
and can be compressible. See column 10, lines 61-67. 
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With respect to claims 52-54 and 61-63, although Isen et al. does not explicitly 
teach the precoating, prevarnishing, or preprinting is effected by direct letterpress, by a 
letterpress plate, acting indirectly by way of a blanket cylinder, or by a printing unit in an 
offset press, it would have been obvious to one having ordinary skill in the art that all of 
these are conventional printing methods which could readily be applied to the 
application of this precoating as they were to the printing. 

With respect to claims 55-56 and 64-65, Isen et al. teaches said step of applying 
further comprises the steps of printing two lines with different length next to each other 
over a certain portion of their length, and connecting the two lines to each other at ends 
of a shorter line of the two lines to produce a capacitive element, or of printing a base 
line, printing an insulator over part of the base line, and printing an opposing line to 
produce a capacitive element. See column 8, line 17 - column 9, line 17 and Fig 5. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 33, 35, 36, 38, 40, 44-50, 52-59, 61-65, 80 and 81 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Grabau et al. in view of U.S. Patent No. 
6,712,931 to Gron et al. 



Application/Control Number: 10/589,214 Page 5 

Art Unit: 2854 

With respect to claim 33 and 38, Grabau et al. teaches a process for producing 
an RFID label having an antenna and an oscillating circuit by using a printing process, 
comprising: providing a printable substrate; and applying at least part of at least one of 
the antenna and the oscillating circuit to the substrate using a conductive paste or 
conductive ink to print conducting tracks as the part of at least one of the antenna and 
the oscillating circuit. See column 4, lines 51 - column 5, line 8 and Figs. 1-2. 

Grabau et al. does not teach precoating, prevarnishing or preprinting the 
substrate with varnish or a pre-inking medium to reduce absorbent properties of the 
substrate to prevent or reduce absorption of the conductive paste or conductive ink by 
the substrate, thereby preventing or reducing a change in the inductance of the at least 
one of the antenna and the oscillating circuit. 

Gron et al. teaches a process for printing on a web including precoating, 
prevarnishing or preprinting the substrate with varnish or a pre-inking medium to reduce 
absorbent properties of the substrate to prevent or reduce absorption of the conductive 
paste or conductive ink by the substrate, thereby preventing or reducing a change in the 
inductance of the at least one of the antenna and the oscillating circuit. See column 3, 
lines 50-66. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the process of Grabau et al. to include a precoating step, as 
taught by Gron et al., in order to improve the precision of the printing on the web. 

Although Grabau et al. does not teach this application using offset printing or a 
rotary web offset press, the teaching of Grabau et al. that the printing is carried out 
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using conventional printing cylinders (see column 4, lines 54-55) is considered to be 
sufficient to teach these limitations as the use of these cylinders with a web-fed press, 
as seen in Fig. 2 of Grabau et al. is well known in the art. 

With respect to claim 35, Grabau et al. teaches that the conductive ink is used 
and the conductive ink is an ink with metal particles. See column 4, lines 55 - column 5, 
line 8. 

With respect to claim 36, Grabau et al. teaches that the conductive paste is used 
and the conductive paste contains carbon black or carbon fibers. See column 4, lines 55 
- column 5, line 8. 

With respect to claim 40, Grabau et al. teaches a further step of applying a 
protective varnish or protective ink to the substrate after part of at least one of the 
antenna and the oscillating circuit has been printed. See column 6, lines 28-31 . 

With respect to claim 44, Grabau et al. teaches a process for producing an RFID 
label having an antenna and an oscillating circuit using a printing process, comprising: 
providing a printable substrate; and applying at least part of at least one of the antenna 
and the oscillating circuit directly or indirectly to the substrate using a conductive paste 
or conductive ink to print conducting tracks as the part of at least one of the antenna 
and the oscillating circuit. See column 4, lines 51 - column 5, line 8 and Figs. 1-2. 

Grabau et al. does not teach precoating, prevarnishing or preprinting the 
substrate with varnish or a pre-inking medium to reduce absorbent properties of the 
substrate to prevent or reduce absorption of the conductive paste or conductive ink by 
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the substrate, thereby preventing or reducing a change in the inductance of the at least 
one of the antenna and the oscillating circuit. 

Gron et al. teaches a process for printing on a web including precoating, 
prevarnishing or preprinting the substrate with varnish or a pre-inking medium to reduce 
absorbent properties of the substrate to prevent or reduce absorption of the conductive 
paste or conductive Ink by the substrate, thereby preventing or reducing a change In the 
inductance of the at least one of the antenna and the oscillating circuit. See column 3, 
lines 50-66. 

It would have been obvious to one having ordinary skill in the art at the time of 
the Invention to modify the process of Grabau et al. to include a precoating step, as 
taught by Gron et al., in order to improve the precision of the printing on the web. 

With respect to claims 45-47, although Grabau does not explicitly teach the use 
of a letterpress plate with, or without an offset cylinder, the teaching of Grabau et al. that 
the printing Is earned out using conventional printing cylinders (see column 4, lines 54- 
55) is considered to be sufficient to teach these limitations as the use of these cylinders 
with a web-fed press, as seen in Fig. 2 of Grabau et al. is well known in the art. 

With respect to claims 48-50, 57-59, 80 and 81 , Grabau et al. teaches the 
substrate can be a fibrous material, a film, or a fabric of at least one of natural and 
synthetic fibers and can be compressible. See column 4, lines 40-45. 

With respect to claims 52-54 and 61-63, although Grabau et al. and Gron et al. 
do not explicitly teach the precoating, prevarnishing, or preprinting Is effected by direct 
letterpress, by a letterpress plate, acting indirectly by way of a blanket cylinder, or by a 
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printing unit in an offset press, it would liave been obvious to one liaving ordinary skill in 
the art that all of these are conventional printing methods which could readily be applied 
to the application of this precoating as they were to the printing. 

With respect to claims 55-56 and 64-65, Grabau at al. teaches said step of 
applying further comprises the steps of printing two lines with different length next to 
each other over a certain portion of their length, and connecting the two lines to each 
other at ends of a shorter line of the two lines to produce a capacitive element, or of 
printing a base line, printing an insulator over part of the base line, and printing an 
opposing line to produce a capacitive element. See column 5, lines 9-20 and Fig. 3. 

Claims 37, 39 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Grabau et al. in view of Gron et al., as applied to claims 33, 35, 36, 38, 40, 44-50, 
52-59, 61-65, 80 and 81 above, and further in view of U.S. Patent No. 6,772,709 to 
Shibata. 

With respect to claim 37, Grabau et al. and Gron et al. teach all that is claimed, 
as in the above rejection of claims 33, 35, 36, 38, 40, 44-50, 52-59, 61-65, 80 and 81 , 
except that said step of applying comprises applying the conductive paste or the 
conductive ink in a sheet-fed offset press with gripper transport. 

Shibata teaches that said step of applying comprises applying the conductive 
paste or the conductive ink in a sheet-fed offset press with gripper transport. See 
column 4, lines 1-29. 
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It would have been obvious to one liaving ordinary sl^ill in the art at the time of 
the invention to further modify the process of Grabau et al. to operate with a sheet-fed 
offset press with gripper transport, as taught by Shibata, in order to be able to print on 
individual sheets instead of a continuous web which requires separation into individual 
components after the printing process. 

With respect to claim 39, Shibata teaches that said step of applying includes 
applying part of at least one of the antenna and the oscillating circuit to a rear surface of 
the substrate which is formed as a sheet, and flipping over the sheet in a turning device. 
See column 4, lines 30-49. 

With respect to claim 41 , Grabau et al. and Gron et al. do not explicitly teach that 
said step of applying a protective varnish or protective ink comprises transferring the 
protective varnish or protective ink to the substrate in a sheet-fed offset press. 

Shibata teaches applying a protective coating using a sheet-fed offset press. See 
column 4, lines 57-64. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to further modify the process of Grabau et al. to include applying the 
protective coating using a sheet-fed offset press, as taught by Shibata, in order to be 
able to apply the coating to individual sheets rather than a web. 

Claims 37, 39 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Isen et al. in view of U.S. Patent No. 6,772,709 to Shibata. 
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With respect to claim 37, Isen et al. teach all that is claimed, as in the above 
rejection of claims 33, 35, 36, 38, 40, 44-50, 52-59, 61-65, 80 and 81, except that said 
step of applying comprises applying the conductive paste or the conductive ink in a 
sheet-fed offset press with gripper transport. 

Shibata teaches that said step of applying comprises applying the conductive 
paste or the conductive Ink In a sheet-fed offset press with gripper transport. See 
column 4, lines 1-29. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the process of Isen et al. to operate with a sheet-fed offset press 
with gripper transport, as taught by Shibata, in order to be able to print on Individual 
sheets instead of a continuous web which requires separation into individual 
components after the phnting process. 

With respect to claim 39, Shibata teaches that said step of applying includes 
applying part of at least one of the antenna and the oscillating circuit to a rear surface of 
the substrate which is formed as a sheet, and flipping over the sheet in a turning device. 
See column 4, lines 30-49. 

With respect to claim 41 , Isen et al. does not explicitly teach that said step of 
applying a protective varnish or protective ink comprises transferring the protective 
varnish or protective Ink to the substrate in a sheet-fed offset press. 

Shibata teaches applying a protective coating using a sheet-fed offset press. See 
column 4, lines 57-64. 
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It would have been obvious to one liaving ordinary sl^ill in the art at the time of 
the invention to modify the process of Isen et al. to include applying the protective 
coating using a sheet-fed offset press, as taught by Shibata, in order to be able to apply 
the coating to individual sheets rather than a web. 

Claims 42-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Grabau et al. in view of Gron et al., as applied to claims 33, 35, 36, 38, 40, 44-50, 52- 
59, 61-65, 80 and 81 above, and further in view of U.S. Patent No. 6,050,189 to 
Junghans et al. 

With respect to claims 42-43, Grabau et al. and Gron et al. teach all that is 
claimed, as in the above rejection of claims 33, 35, 36, 38, 40, 44-50, 52-59, 61-65, 80 
and 81 , except wherein said step of applying a protective varnish or protective ink 
comprises transferring the protective varnish to the substrate in a flexo press with an ink 
chamber blade and a screen roller. 

Junghans et al. teaches a method of applying a protective varnish or protective 
ink in a flexo press with an ink chamber blade and a screen roller. See column 6, lines 
11-37 and Fig. 2. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to further modify the process of Grabau et al. to apply the varnish using a 
flexo press, as taught by Junghans et al., as Junghans et al. teaches this is an effective 
apparatus for applying a smooth surface. 
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Claims 42-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Isen et al. in view of U.S. Patent No. 6,050,189 to Junghans et al. 

With respect to claims 42-43, Isen et al. teaches all that is claimed, as in the 
above rejection of claims 33, 35, 36, 38, 40, 44-50, 52-59, 61-65, 80 and 81 , except 
wherein said step of applying a protective varnish or protective ink comprises 
transferring the protective varnish to the substrate in a flexo press with an ink chamber 
blade and a screen roller. 

Junghans et al. teaches a method of applying a protective varnish or protective 
ink in a flexo press with an ink chamber blade and a screen roller. See column 6, lines 
11-37 and Fig. 2. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the process of Isen et al. to apply the varnish using a flexo 
press, as taught by Junghans et al., as Junghans et al. teaches this is an effective 
apparatus for applying a smooth surface. 

Claims 66-79 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Grabau et al. in view of Gron et al. as applied to claims 33, 35, 36, 38, 40, 44-50, 52-59, 
61-65, 80 and 81 above, and further in view of U.S. Patent No. 6,246,327 to Eberhardt 

With respect to claims 66 and 72, Grabau et al. and Gron et al. teach all that is 
claimed, as in the above rejection of claims 33, 35, 36, 38, 40, 44-50, 52-59, 61-65, 80 
and 81 except for the steps of forming a recess in the substrate, and placing a further 
part of the oscillating circuit or an integrated circuit (IC) chip in the recess such that the 
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further part of the oscillating circuit or the IC chip is mounted therein and connected to 
the part of the at least one of the antenna and the oscillating circuit, thereby producing a 
conductive connection between the further part of the oscillating circuit or the IC chip 
and the antenna. 

Eberhardt teaches a process for creating an RFID circuit chip including the steps 
of forming a recess in the substrate, and placing a further part of the oscillating circuit or 
an integrated circuit (IC) chip in the recess such that the further part of the oscillating 
circuit or the IC chip is mounted therein and connected to the part of the at least one of 
the antenna and the oscillating circuit, thereby producing a conductive connection 
between the further part of the oscillating circuit or the IC chip and the antenna. See 
column 5, line 47 - column 6, line 17 and Fig. 8. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to further modify the process of Grabau et al. to include forming a recess 
for inserting the RFID chip, as taught by Eberhardt, in order to form a seamless surface 
as a better protection for the chip. 

With respect to claims 67-68 and 73-74, Eberhardt teaches that the recess is 
formed sufficiently deep so that an upper surface of the further part of the oscillating 
circuit or the IC chip arranged parallel to an upper surface of the substrate is at least 
flush with the upper surface of the substrate or the antenna after it has been placed in 
the recess. See column 5, line 47 - column 6, line 17 and Fig. 8. 

With respect to claims 69-70 and 75-76, Eberhardt teaches that said step of 
forming the recess includes stamping, impressing, or grooving the substrate in one or 
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more operating units witliin a printing press wliicli is used for said step of applying. See 
column 5, line 47 - column 6, line 17 and Fig. 8. 

With respect to claims 71 and 77, Eberhardt teaches that the substrate is a sheet 
and said step of forming the recess includes stamping, impressing, or grooving the 
substrate in a stamping press that produces one or more packaging cutouts from the 
substrate on which at least antennas and parts of oscillating circuits have been printed. 
See column 5, line 47 - column 6, line 17 and Fig. 8. 

With respect to claims 78-79, Eberhardt teaches said step of applying includes 
applying at least one of an antenna or part of an oscillating circuit to the substrate, 
applying one of the oscillating circuit, a further part of the oscillating circuit, or an 
integrated circuit (IC) chip to the substrate together with the antenna or the part of the 
oscillating circuit, producing a conductive connection between the oscillating circuit or IC 
chip and the antenna, and sinking the oscillating circuit or IC chip and the antenna at 
least to a level of a surface of the substrate by deformation of the substrate. See column 
5, line 47 - column 6, line 17 and Fig. 8. 

Claims 66-79 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Isen et al. in view of U.S. Patent No. 6,246,327 to Eberhardt 

With respect to claims 66 and 72, Isen et al. teaches all that is claimed, as in the 
above rejection of claims 33, 35, 36, 38, 40, 44-50, 52-59, 61-65, 80 and 81 except for 
the steps of forming a recess in the substrate, and placing a further part of the 
oscillating circuit or an integrated circuit (IC) chip in the recess such that the further part 
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of the oscillating circuit or the IC chip is mounted therein and connected to the part of 
the at least one of the antenna and the oscillating circuit, thereby producing a 
conductive connection between the further part of the oscillating circuit or the IC chip 
and the antenna. 

Eberhardt teaches a process for creating an RFID circuit chip including the steps 
of forming a recess in the substrate, and placing a further part of the oscillating circuit or 
an integrated circuit (IC) chip in the recess such that the further part of the oscillating 
circuit or the IC chip is mounted therein and connected to the part of the at least one of 
the antenna and the oscillating circuit, thereby producing a conductive connection 
between the further part of the oscillating circuit or the IC chip and the antenna. See 
column 5, line 47 - column 6, line 17 and Fig. 8. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify the process of Isen et al. to include forming a recess for inserting 
the RFID chip, as taught by Eberhardt, in order to form a seamless surface as a better 
protection for the chip. 

With respect to claims 67-68 and 73-74, Eberhardt teaches that the recess is 
formed sufficiently deep so that an upper surface of the further part of the oscillating 
circuit or the IC chip arranged parallel to an upper surface of the substrate is at least 
flush with the upper surface of the substrate or the antenna after it has been placed in 
the recess. See column 5, line 47 - column 6, line 17 and Fig. 8. 

With respect to claims 69-70 and 75-76, Eberhardt teaches that said step of 
forming the recess includes stamping, impressing, or grooving the substrate in one or 
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more operating units witliin a printing press wliicli is used for said step of applying. See 
column 5, line 47 - column 6, line 17 and Fig. 8. 

With respect to claims 71 and 77, Eberhardt teaches that the substrate is a sheet 
and said step of forming the recess includes stamping, impressing, or grooving the 
substrate in a stamping press that produces one or more packaging cutouts from the 
substrate on which at least antennas and parts of oscillating circuits have been printed. 
See column 5, line 47 - column 6, line 17 and Fig. 8. 

With respect to claims 78-79, Eberhardt teaches said step of applying includes 
applying at least one of an antenna or part of an oscillating circuit to the substrate, 
applying one of the oscillating circuit, a further part of the oscillating circuit, or an 
integrated circuit (IC) chip to the substrate together with the antenna or the part of the 
oscillating circuit, producing a conductive connection between the oscillating circuit or IC 
chip and the antenna, and sinking the oscillating circuit or IC chip and the antenna at 
least to a level of a surface of the substrate by deformation of the substrate. See column 
5, line 47 - column 6, line 17 and Fig. 8. 

Response to Arguments 

Applicant's arguments with respect to the rejection of claims 51 and 60 in view of 
Warner have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon further consideration, a new ground(s) of rejection is 

made as presented above. 



Application/Control Number: 1 0/589,21 4 Page 1 7 

Art Unit: 2854 

Conclusion 

Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to Jill E. Culler whose telephone number is (571)272-2159. 
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